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October 13, 1999

Bell Atlantic appreciates the opportunity to respond to the Internet Corporation for Assigned Names and Numbers (“ICANN”) on its Request for Comments on the Uniform Dispute Resolution Policy (“UDRP”) and its accompanying Rules.  As a general matter, Bell Atlantic endorses many of the valuable comments and suggested language changes highlighted by the International Trademark Association (INTA) in its recent posting to ICANN.  Bell Atlantic also submits the following comments for the record:

Comments on the Rules

1. With respect to the issue of provider selection, Bell Atlantic endorses Option A, which would allow the complainant to select the Provider by filing the complaint with that Provider.  The option would allow the Provider to select the Panelists.  Many trademark owners will not use the UDRP process if they are not provided with the opportunity to select a trusted dispute provider – who can then be entrusted with the decision to appoint a fair and unbiased panel.  As WIPO concluded in its Final Report, the complainant must be able to choose trusted organizations that are long established and have experience in deciding intellectual property disputes.  If the complainant can pick the right Provider, the complainant would trust the Provider to make a fair decision in selecting the appropriate Panelists.  Option D, which allows both parties jointly to select the Panelists, will create uncertainty to the process by giving each party the ability to select one Panelist from the universe of Panelists presented by all Providers.  In virtually every case, the first and second choices would cancel each other out, leaving everything resting on the selection of the third panelist.  Such a system would be biased against the complainant because in order to reach agreement, it is likely that the third Panelist would be a compromise candidate not best qualified to decide the dispute.  Although this system of co-selection may work well for traditional cases of arbitration, the UDRP model is not designed to deal with ordinary disputes.  UDRP deals with extraordinary cases -- bad faith acts of cybersquatting.  To allow cybersquatters the opportunity to pick the panelists will make the entire system subject to abuse.   If trademark owners realize that the UDRP selection process may not result in predictable outcomes, they will resort to traditional litigation to protect their valuable marks.

2. In Rule 2(a), Bell Atlantic agrees that this notice provision is excessive and many Providers may refuse to participate in the UDRP process because of the costs and administrative burdens.

Comments on the UDRP

1.  In section 4, Bell Atlantic supports INTA’s comments regarding the new legal burden of proof to establish both the infringer’s intent and the primary purpose.  Proving intent and primary purpose requires the complainant to know of the domain name owner’s state of mind when the domain name was registered.  This will be virtually impossible to prove.  Even if the trademark owner alleges that the cybersquatter had as his or her primary purpose, the intent to misappropriate a trademark, the cybersquatter will counter, as a matter of course, that sale of the domain name was not their intent or primary purpose.  Bell Atlantic experiences all the standard alibis today, including that they intended – but had not yet gotten around to -- setting up a new business or creating a speech site.  As a practical matter, the trademark owner would not be able to disprove such an allegation.  This standard is destined for failure and should be deleted wherever it appears in the UDRP.

2. In the Preamble to Section 4 (c ), the list of “legitimate rights” should be considered factors rather than conclusive proof of one’s legitimate rights by the Panel.  If the factors are met, the Panel can simply decide that the defendant has not engaged in an abusive registration of a domain name – it need not reach a decision that this use was conclusive proof of legitimate rights.  For example, if a competitor misappropriated the domain name disneycds.com, they might not be cybersquatting, but this does not necessarily imply that they have proof of legitimate rights.  A court may find that the owner of disneycds.com is infringing or diluting a trademark – a process that is not covered by the UDRP process.  A conclusive finding by the Panel of “legitimate rights” would unfairly prejudice the trademark owner’s ability to sue the infringer under other theories of law.  Moreover, the fear of such a finding would, by itself, deter trademark owners from using this process.

3. The language in 4(c )( i) “demonstrable preparations to use” is a giant loophole that will be subject to abuse by cybersquatters.  In our company’s experience, cybersquatters frequently take variations of famous marks and claim to be taking the mark as part of a “business proposition” to the targeted company. They use the theft of the domain name as a way to win a quick payoff from the victim.  It is important to note that one may make all the preparations in the world to use a famous mark, but this does not mean that one should be immunized from liability if the person had no legitimate right to use the domain name in the first place.

4. Section 4 (c )(ii) dealing with nicknames should be stricken in its entirety.  Bell Atlantic agrees with INTA’s findings and extensive legal research on this issue.  The “commonly known” standard is a dangerous loophole that will easily be abused by cybersquatters looking to exploit the system.  It suffers from the same fatal flaws as the intent and primary purpose tests. After alleging that a mark is one’s nickname (e.g. my nickname is Exxon because I had an oil spill in the kitchen), the burden then shifts to the trademark owner to disprove this fact.  Disproving a nickname will be an impossible burden to meet and is certainly not one readily available without the ability to conduct extensive discovery of the defendant.  This type of 

discovery is not provided for under the expedited UDRP process.  Accordingly, the “commonly known” standard should be removed from the process.

We trust that these comments will be useful in creating a revised draft.  Please feel free to contact me at the number listed above if you have any questions.







Sincerely,







Sarah B. Deutsch







Senior Intellectual Property Counsel
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