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3. Questions and Comments (30) 



Trademark Clearinghouse 
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• A repository for trademark data 
supporting rights protection 
mechanisms offered by new gTLD 
registries 

• Replaces need for trademark holders to 
register in many databases as TLDs are 
launched 



Clearinghouse Functions 
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• Performing verification of trademark 
data  

• Maintaining database of verified 
trademark data 

• Supporting new gTLD mandatory rights 
protection mechanisms (RPMs) 
• Sunrise (pre-launch) 
• Trademark Claims (post-launch)  
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Discussions in Toronto 
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• Technical requirements 
• Sunrise process:  implementation via codes, files, access to data 
• TM Claims process:  centralization/decentralization and data 

access    
 

• Proof of use 
• How Clearinghouse verifies proof of use for sunrise eligibility 

 

• Matching rules 
• How Clearinghouse applies definition of “Identical Match” 

 

 
 

 



ICANN 45 Toronto – October 2012 

Trademark 
Clearinghouse 
 



© 2012 Deloitte Belgium 

Agenda 

8 ICANN Toronto 2012 

 Introduction  

 Registration with the Clearinghouse 

 Proof of use 

 Matching rules 

 Dispute Resolution 

 Customer support 

 Implementation  
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The Clearinghouse will provide marks holders with the following 
services: 
 
 Trademark verification services 
 Sunrise Services 
 Trademark Claim Services 
 Dispute Resolution Services 
 Customer Support 
 Other Services (TBD) 
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Registration – Eligibility requirements 
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 Agent acting on behalf of a trademark holder or a trademark 
holder that is a holder of: 
• A nationally or regionally or registered trademark 

‒ US trademark, EU trademarks, etc.  
‒ Trademark must be registered in accordance to the national laws at the time of verification  

• Court validated marks 
‒ Unregistered trademarks, well-known protected marks 

• Marks protected by statute or treaty 
‒ Geographical indications, designation of origin, names relating to the International Olympic 

Committee and the Red Cross/Red Crescent 
‒ Statute or treaty must be in force before or on 26 June 2008 

• Other marks  
‒ To be determined  
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 Not Eligible 
 

• Any mark starting with or containing a dot (.) 
 

• Any registered mark that was subject to successful invalidation, 
cancellation or rectification proceedings 

 
• Any intellectual property rights which cannot be represented within the 

technical limitations of the Domain Name System (e.g. patents, designs, 
etc.) 

Registration – Eligibility requirements 
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Proof of Use 
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Proof of Use – Sunrise Services 
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 Principle: 
• Only necessary for registered trademarks 
• Completed declaration and a sample of use needs to be uploaded 

 
 Sample of use: 

• Acceptable:  
‒ Labels, tags, or containers from a product 
‒ Advertising and marketing materials (including brochures, pamphlets, catalogues, product 

manuals, displays or signage, press releases, screen shots, or social media marketing 
materials) 

• Unacceptable: 
‒ Inclusion of a mark in a domain name 
‒ Email messages 
‒ Licenses to use a mark 
‒ Business cards 
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Proof of Use – Sunrise Services 
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 Declaration and a submission of a current sample of use: once 
every five (5) years to maintain sunrise eligibility 
• Annual renewal of the TM record will only require re-submission of a new 

sample when the sample is no longer eligible 
 

 Upon verification of the trademark data and proof of use (when 
applicable):  
• Sunrise code/file will be generated.  
• Sunrise notifcations will be sent to the trademark holders/agents with a 

corresponding domain name, when a domain name with a sunrise code/file 
has been registered. 
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Matching Rules  
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Matching Rules 
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 Applicable to both Sunrise Services and Trademark Claims 

Services 
 
 “identical match” = domain name consists of complete and 

identical textual elements of the mark 
• E.g.: icann => icann.test 
• Not included: plurals and “marks contained” 

‒ “icann ex” NOT => icann-exes.test 
‒ “icann ex” NOT => icann.test 

 
 Additional criteria to constitute an identical match 

• Spaces, punctuations or other IDN-impermissible characters(!, +,= etc.) may 
be omitted or replaced by hyphens  

‒ “icann ex”/ “icann.ex”/ “icann_ex => icannex.test /icann-ex.test 
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Matching Rules 
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 Exception to the rule above: special characters @ and & 
 
 May be replaced by a hyphen, omitted or translated 

• Translation based on the applicable official language(s) corresponding to the 
language of the jurisdiction  
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Dispute Resolution  
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Dispute Process – Correction Process 
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 All trademark holders/agents will be able to correct any 
trademark information that has been marked as 
incomplete/incorrect by the Clearinghouse 
 

 Free of charge (one time) 
 

 After the correction process  trademark record is still incorrect 
or does not meet the Clearinghouse guidelines Invalid 
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Grounds for Dispute 
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 Any trademark holder/agent that does not agree with the 
verification. 
 

 Any third party that does not agree with the verifcation. 
 

 Any third party that has become aware of any new information 
that has an impact on a valid trademark record. 
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Customer Support 
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Customer Support 
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Customer Support interfaces 
 
Hotline 
• Issues related to signing in to the 

Clearinghouse web interface 

 

 
 
Web ticketing tool 
• All questions related to the 

Clearinghouse 
• Accessible via the Clearinghouse  
• Tool will be made available  in 

English, additional support will be 
available in other languages 
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Implementation  
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I 
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Registration in 
the Clearinghouse 
 

26 ICANN Toronto 2012 



© 2012 Deloitte Belgium 

Registration with the Clearinghouse 
First time User 
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Registration with the Clearinghouse 
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Registering an “Agent”/Holder 
• Contracting party 
• Application user 
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Submission in the Clearinghouse 
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Submission of 
trademarks 
• Sign in as a 

Trademark 
Holder  

• Sign in as a 
Trademark 
Agent 
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Submission of data in the Clearinghouse 
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Submission in the Clearinghouse 
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Submission in the Clearinghouse 
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Submission in the Clearinghouse 
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Submission in the Clearinghouse 
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Submission in the Clearinghouse 
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Trademark Records Management 
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Trademark Records Management  
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• Search 
• Sort 
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Trademark Records Management 
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www.trademark-clearinghouse.com 

info@trademark-clearinghouse.com 

The concepts covered in this presentation are for discussion purposes only and are not intended to be all-inclusive on the topic of the 
trademark clearinghouse.  Many of the concepts are still in the development stage and therefore could change the development or the 
implementation of certain concepts and/or services in the future. As a result, Deloitte reserves the right to make any changes needed to 
deliver the TMCH-related services as directed by ICANN. 



Thank You 
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