Philip M. Davison

Writer’s Direct Dial: (858) 799-2572

Law Department Facsimile: (858) 799-3413

October 13, 1999

Internet Corporation for Assigned

Names and Numbers

Re:
Comments on the Proposed Uniform Domain Name Dispute Resolution Policy

Dear ICANN:

Please let this letter serve as Gateway, Inc.'s comments regarding the above-referenced matter which was posted on ICANN's web site on September 29, 1999.  While ICANN's Uniform Domain Name Dispute Resolution Policy ("UDRP") and accompanying rules represent a good step forward in helping to protect trademarks on the Internet, we do feel there are a number of areas wherein greater clarification and/or changes are required.

The UDRP
Section 4(a)(iii)

Gateway requests that the word "and" be changed to the word "or" so that this provision would read as follows: "your domain name has been registered or is being used in bad faith."


This change is requested because of the uncertainty of what constitutes bad faith.  In this regard, it is important to note that there are an ever increasing number of individuals registering famous marks as domain names without having the corresponding web site active and without approaching the mark owner in an attempt to sell such domain name.

Section 4(b)(i)


Gateway is of the opinion that the phrase "primarily for the purpose of" as contained in the second line of this paragraph places too high a burden on the complainant.  Arguably, it may require the complainant to know the state of mind of the domain name owner.


Gateway requests, in relation to the provision that talks of "valuable consideration in excess of your documented out-of-pocket costs directly related to the domain name," that the words "registration of the" be inserted before the word "domain" and after the word "the."


If added, this language will help alleviate those costs involved in the development of a web site from consideration of an offer to transfer a domain name for a sum of money.

Section 4(b)(iii)

Gateway is of the opinion that the phrase "primarily for the purpose of" as contained in this paragraph places too high a burden on the complainant.  Arguably, it may require the complainant to know the state of mind of the domain name owner.

Section 4(b)(iv)

Gateway requests that the word "any" be inserted in the second line of this paragraph between the words "or" and "other."


If added, these words would aid in clarifying that bad faith is also shown where the domain name owner is using the domain name to attract or send Internet users to a web site which is other than his or her own, i.e. a completely disinterested 3rd party's web site.  As it presently reads, it can be interpreted to mean bad faith is shown only if the user of a problematic domain name is attracting or attempting to attract others to his or her own web site or other on-line location owned or controlled by them.


Gateway requests further clarification of what is meant by "or location" in the second to the last line of this paragraph.  It is unclear if the language "or location" is referring to the URL address or what.

Section 4(c) Preamble

Gateway request that this be re-phrased so as to not treat the circumstances listed in 4(c) as conclusive proof but rather as indications or factors to be considered within the particular fact situation.

Section 4(c)(i)


Gateway requests that the language "or demonstrable preparations to use" be deleted as it provides to great and easy an opportunity for cybersquatters to defeat owners who have pre-existing trademark rights.  It is unclear as to what is meant by "demonstrable preparations to use."  Accordingly, a simple one page document or a page of hand written notes could suffice to defeat a trademark owner's pre-existing rights which consist of years of use and millions of dollars worth of advertising.

Section 4(c)(ii)

Gateway requests that this paragraph be stricken in its entirety.  This language provides an individual with an easy defense against legitimate trademark owners by simply stating that the domain name in question corresponds to their nickname.  Additionally, it is unclear as to what is meant by "commonly known."  How is "commonly known" defined?  What length of time supports a finding that a person is commonly known by a particular nickname?  Additionally, the question is raised regarding who must the domain name owner be commonly known by?  Finally, it is believed that this particular provision runs contrary to current U.S. trademark law.

Section 4(c)(iii)

Gateway requests further clarification of this provision.  In particular, does this provision strictly speak to the domain name or is it the intent to include the corresponding web site content?

Sincerely,

Philip Davison

Staff Counsel – Trademarks

Gateway, Inc.

